AMENDMENT AND RESPONSE 



Attorney Docket No: SI 1 -2627-U-C5 



REMARKS 

The examiner has raised the following issues: 

1. Rejection Based on Double Patenting, citing U.S. Patent 6,615,636 

The Examiner has rejected claims 81-91 of the present application under 35 
U.S.C. 101 based on statutory type double-patenting, as claiming the same invention as 
that of claims 1-11 of applicant's prior U.S. Patent No. 6,615,636 B2. 

After review of the cited claims, the applicant has herein cancelled claims 81-91, 
in the instant application. Consequently, it is believed that this basis of rejection is now 
moot. It is therefore respectfully requested that this basis of rejection be withdrawn. 

2. Rejection Based on Double Patenting, citing U.S. Patent 6.711,928. 

The Examiner has rejected claims 92-107 of the present application under 35 
U.S.C. 101 based on statutory type double-patenting, as claiming the same invention as 
that of claims 1-11 of applicant's prior U.S. Patent No. 6 y 711,928B1. 

After review of the cited claims, the applicant has herein cancelled claims 92- 
100, 102-104, and 106-107. Thus, with respect to these claims, it is believed that this 
basis of rejection is now moot. It is therefore respectfully requested that this basis of 
rejection be withdrawn 

With respect to claim 101, this claim has been amended herein to include the 
limitations of claim 102. Claim 105, dependent on claim 101, has been retained. 
Careful review of the prosecution of the cited patent reveals that although claim 101 as 
previously presented corresponds with claim 10 of the cited patent, the additional 
limitations now included are not the same as set forth in claim 1 1 of the cited patent. 
Basically, the examiner's position would be correct with respect to claim 101 in view of 
claim 1 1 as filed in the cited patent, but for a discrepancy in the prosecution introduced 
by way of an amendment filed on May 8, 2002 in the cited patent. In that amendment, 
the pending claim 11, although neither noted as cancelled nor amended, was (a) 
completely omitted in the "clean version" of the amended claims, and (b) was 
incompletely set forth in the "red-line" version of the amended claims. Thus, claim 1 1 , as 
issued in the cited patent, does not correspond to claim 102 of the instant case, as 
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previously set forth. Since claim 101, as previously pending in this case did correspond 
to issued claim 10 in the cited patent, claim 101 in the instant case has been amended 
herein to include the limitations of claim 102 as previously presented. Claim 102 was 
consequently cancelled herein. 

Next, with respect to claim 105, it corresponds to claim 14 of the cited patent 
except with respect to the subject matter of the claim from which it is dependent. Claim 
105 is dependent on claim 101, and thus claims different subject matter than claim 14 of 
the cited patent. 

In summary, claims 101 and 105 present subject matter which originally was 
sought, but was not actually issued, in the cited patent. Presentation of such claim 
language in this application is therefore proper. Consequently, with respect to claims 
101 and 105, as presented herein, it is believed that this basis of rejection is now moot. 
It is therefore respectfully requested that any rejection of claims 101 and 105, based on 
statutory double patenting, be withdrawn. 

3. REJECTION UNDER 35 U.S.C. SECTION 102(b) 
As Being Anticipated by Wong, 

Canadian Published Patent Application No. 2,121,120 

Next, claims 16-18 stand rejected under 35 U.S.C. § 102(b) as being anticipated 
by Wong '120. It is believed that a careful reading of independent claim 16, and of the 
cited reference, reveals this not to be the case. Although the examiner is correct that 
Wong teaches use of a selected amount of indenting pressure, several features of the 
present invention which are entirely lacking in the Wong patent are clearly set forth in 
claim 16 as presented herein. 

First, Wong fails to disclose, and thus fails to anticipate, producing a residual 
compressive stress that is substantially uniform along the entire length of sidewall 
portions of a first fastener aperture, as set forth in paragraph (a) of claim 16 herein. 

Further, the use of an indenter having a shaped surface profile confirming to a 
dimple shape is not taught or suggested by Wong. At most, Wong teaches, on page 4, 
lines 19 through 25, the use of a mandrel that "apart from being flat or chamfered, may 
also be shaped in order to provide a countersink for the various types of fasteners." 
Although Wong mentions a "dimple shape" on page 7, lines 5-12, this reference is 
merely to feature 15 on the surface of a workpiece sheet 10 in FIG. 6, before indentation 
of the workpiece, as a means for ensuring that the indentation in the work sheet is 
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correctly positioned. Notwithstanding the above noted mention of "countersink" 
provision by Wong, no indenter is depicted by Wong having anything but a flat punch 
shape save for a "protrusion 17" used for guide purposes as depicted in FIGS. 6 and 7. 
Moreover, a method of changing surface profile of an indenter to optimize fatigue life, as 
taught herein and as set forth in claim 16, is never discussed in Wong. Importantly, 
Wong merely teaches selecting a suitable indenting pressure, and changing dimple 
depth, to increase fatigue life in a workpiece. 

The cited reference does not teach every aspect of the method set forth in claim 
16, either explicitly or impliedly. Importantly, a claim is anticipated only if each and every 
element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference. Verdeaall Bros, v. Union Oil Co. of California. 814 F.2d 628, 
631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). Also, see MPEP § 2131. Here, the 
limitations included in claim 16 clearly distinguishes claims 16-18 from the cited 
reference. Accordingly, their rejection based on 35 U.S.C. Section 102 is not proper, and 
thus it is respectfully requested that this basis of rejection be withdrawn. Further, claims 
17 and 18 are dependent on a novel and unobvious parent claim, and thus are believed 
patentable. 

In summary, it is respectfully requested that the rejection of claims 16-18 under 
35 U.S.G. § 102(b) based on Wong, Published Canadian Patent Application No. 
2,121,120, be removed. 
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SUMMARY 



This amendment is in response to the Examiner's Office Action mailed November 
1,2004. 

Reconsideration and withdrawal of (a) statutory double patenting rejections, and 
(b) obvious rejections, is respectfully requested. 

For the reasons discussed in detail above, it is believed that this application is 
now limited to claims which are clearly patentable. 

In the event any further issues remain after consideration of this response, the 
undersigned would welcome a phone call or e-mail in an attempt to resolve outstanding 
matters and bring the case into condition for allowance. 

Favorable consideration of this application is therefore believed to be in order 
and such action is earnestly solicited. 

Done at Kent, County of King, State of Washington, on the 1st day of April, 2005. 

Respectfully submitted, 
ERIC T. EASTERBROOK r 
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